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DETAILED ACTION 
Status of Claims 

1 . Claims 1 -7 are pending. 

2. Claims 1-7 are rejected. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Response to Arguments 

4. Applicant's arguments filed December 27, 2005 have been fully considered but 
they are not persuasive. Applicants present the following arguments. First, applicants 
allege that Lentini et al. of WO 00/33803 does not disclose octyl methoxycinnamate in 
combination with polyoxyethylene methylglycoside. Second, applicants submit that 
there is no disclosure in the prior art reference of Katsuhiro of JP 01 165517 regarding 
the presence of octyl methoxycinamate. Third, applicants argue that Katsuhiro of JP 
01 165517 does not teach of a combination of zinc oxide and polyoxyethylene 
methylglycoside and/or polyoxypropylene methylglycoside. Fourth, since applicants 
have now amended their claims to state how the well known sunscreen agents of zinc 
oxide and titanium dioxide are treated in a hydrophobic manner, such with a fluorinated 
polymer, the prior art reference of Lentini et al. of WO 00/33803 allegedly does teach of 
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treating the sunscreen agents of zinc oxide and titanium dioxide in a hydrophobic 
manner. 

5. First, applicants allege that Lentini et al. of WO 00/33803 does not disclose octyl 
methoxycinnamate in combination with polyoxyethylene methylglycoside. This 
allegation is not disputed. However, the rejection of record is not over Lentini et al. by 
itself but rather Lentini et al. of WO 00/33803 in view of Katsuhiro of JP 01 165517. 
Accordingly, the rejection of record does in fact teach and list the cited sections that 
teach octyl methoxycinnamate is a known sunscreen agent in Lentini et al. as well as 
polyoxyethylene methylglycoside is a known sunscreen agent in Katsuhiro. 

6. Second, applicants submit that there is no disclosure in the prior art reference of 
Katsuhiro of JP 01 165517 regarding the presence of octyl methoxycinamate. Although 
it is true that Katsuhiro is silent to the presence of the well known sunscreen agent of 
octyl methoxycinamate, Katsuhiro et al. teach of cosmetic agents that are also used to 
sustain the effects or prevent the damaging effects of ultraviolet rays of the skin with 
titanium dioxide along with polyoxyethylene methylglycoside. In addition, the instant 
claims were not rejected over Katsuhiro et al. alone. The rejection of record is under 35 
U.S.C. 103(a) as being unpatentable over Lentini et al. of WO 00/33803 in view of 
Katsuhiro of JP 01 165517. 

7. Third, applicants argue that Katsuhiro of JP 01165517 does not teach of a 
combination of zinc oxide and polyoxyethylene methylglycoside and/or 
polyoxypropylene methylglycoside. This argument is not disputed. However, the fact 
remains that Katsuhiro is directed to a cosmetic composition for protecting the skin from 
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ultraviolet rays with the combined administration of titanium dioxide and 
polyoxyethylene methylglycoside. When these Katsuhiro teachings are combined, as 
they were, with the disclosure of Lentini et al., which does teach of the sunscreen agent 
of octyl methoxycinnamate and other "sunscreens such as zinc oxide and titanium 
dioxide" (as specifically recited by Lentini et al. on page 5, lines 22-23 and lines 10-11, 
respectively), the instant claims are rendered obvious because both of these prior art 
references are directed to the very same use, namely topical sunscreen preparations for 
the skin, one having ordinary skill in the art would have been motivated to combine 
sunscreen components that are already known in art to be used to treat the very same 
condition, namely sunburn, see In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 
1072 (CCPA1980). 

8. Fourth, since applicants have now amended their claims to state how the well 
known sunscreen agents of zinc oxide and titanium dioxide are treated in a hydrophobic 
manner, such with a fluorinated polymer, the prior art reference of Lentini et al. of WO 
00/33803 allegedly does teach of treating the sunscreen agents of zinc oxide and 
titanium dioxide in a hydrophobic manner. Applicants do admit that Lentini et al. do in 
fact teach of the presence of a fluorinated polymer that is incorporated into the 
sunscreen composition. Lentini et al. also disclose, "that the SPF value of a sunscreen 
composition can be increased when a fluororesin polymer ... is combined with a 
sunscreen agent", (see page 3, lines 10-12). Lentini et al. teach to the skilled artisan, 
"[t]he fluororesins can be any fluorinated polymer", (see page 4, line 3) and even state 
that "[t]he fluororesin is incorporated into an oil component", (see page 4, line 12) as 
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well as teaching that "the fluororesin can be pre-dispersed in a hydrocarbon oil", (see 
page 4, line 28). These teachings specifically provide and guide the skilled artisan to 
use "any fluorinated polymer" along with a known sunscreen agent in order to increase 
the SPF of the sunscreen composition. Moreover, Lentini et al. even state that the 
fluorinated polymer is incorporated or treated with "an oil", "a hydrocarbon oil", or even 
"a vehicle that is hydrophobic", which provides the skilled artisan not only with explicit 
teaching of combining or treating any fluorinated polymer with a hydrophobic manner, or 
hydrophobic medium as specifically disclosed by Lentini et al. Accordingly, the prior art 
reference of Lentini et al. provides the skilled artisan with teachings and motivations to 
use a fluorinated polymer along with the sunscreen agent as well as providing explicit 
and clear support and suggestions to have this fluorinated polymer occur in a 
hydrophobic vehicle or environment. For these reasons, the instantly claimed subject 
matter is still found obvious under 35 U.S.C. 103(a) as being unpatentable over Lentini 
et al. of WO 00/33803 in view of Katsuhiro of JP 01165517. 

Claim Rejections - 35 USC § 103 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. The rejection of claims 1-7 under 35 U.S.C. 103(a) as being unpatentable over 
Lentini et al. of WO 00/33803 in view of Katsuhiro of JP 01 165517 is maintained and 
repeated for both the above stated and reasons of record. Lentini et al. teach of the 
preparation of sunscreen compositions that feel better on the skin and are less irritating 
than typical sunscreens because the enhanced photoprotection is not achieved by using 
greater quantities of the sunscreen agent, (see page 1, lines 5-10). "More preferably, 
the organic sunscreen is octyl methoxycinnamate" and other "sunscreens such as zinc 
oxide and titanium dioxide" (as specifically recited by Lentini et al. on page 5, lines 22- 
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23 and lines 10-11, respectively). It is well known in the art that titanium dioxide is the 
oxide of titanium metal which requires the stoichiometric presence of 2 moles of oxygen 
to balance the cationic charge ( + 4) of titanium, and so the skilled artisan would easily 
recognize the titanium dioxide is the oxide of titanium metal. In addition, Lentini et al. 
also disclose of the presence of a variety of sunscreen agents, (see pages 5 and 6). 
The prior art reference of Katsuhiro et al. teach of cosmetic agents that are also used to 
sustain the effects or prevent the damaging effects of ultraviolet rays of the skin with 
titanium dioxide along with polyoxyethylene methylglycoside, (see translated Patent 
Abstract of JP 01 1 6551 7). In addition, it is well within the purview of the skilled artisan 
to utilize homologues of a compound, such as polyoxyethylene methylglycoside, which 
would obviously embrace the homologue of polyoxypropylene methylglycoside. "It is 
prima facie obvious to combine two compositions each of which is taught by the prior art 
to be useful for the same purpose, in order to form a third composition to be used for the 
very same purpose. . . .[T] he iclea of combining them flows logically from their having 
been individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980). Since both of these prior art references are directed to the 
very same use, namely topical sunscreen preparations for the skin, one having ordinary 
skill in the art would have been motivated to combine sunscreen components that are 
already known in the prior art to be used to treat the very same condition, namely 
sunburn. 
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Conclusion 

13. THIS ACTION IS MADE FINAL. Applicants are reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. C. Jones whose telephone number is (571) 272- 
0578. The examiner can normally be reached on Mondays, Tuesdays, Wednesdays, 
and Fridays from 8:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low, may be reached at (571) 272-0951 . The official fax No. for 
correspondence is (571)-273-8300. 

Also, please note that U.S. patents and U.S. patent application publications are 
no longer supplied with Office actions. Accordingly, the cited U.S. patents and patent 
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application publications are available for download via the Office's PAIR, see http://pair- 
direct.uspto.gov . As an alternate source, all U.S. patents and patent application 
publications are available on the USPTO web site (www.uspto.gov) , from the Office of 
Public Records and from commercial sources. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications may be obtained from Private PAIR 
only. For more information about PAIR system, see http://pair-direct.uspto.gov Should 
you have any questions on access to the Private PAIR system, contact the Electronic 
Business tenter (EBC) at 1-866-217-9197 (toll free). 
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